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Response to Amendment 
Amendment filed on December 12, 2006 has been entered. Claims 1-17 have been 
cancelled. New claims 65-67 have been added. Claims 18-67 are pending in the application. 

Election/Restrictions 

Applicant's election with traverse of Group II, claims 18-27, 30-34 in the reply filed on 
December 12, 2006 is acknowledged. The traversal is on the ground(s) that claim 18 is generic 
and the limitations of claim 18 are required by both independent claims 35 and 50. Thus, claims 
18-64 do not represent independent and distinct inventions, and all of these claims fall within the 
scope of the same invention. Therefore, for at least this reason, the restriction requirement with 
respect to claims 1 8-64 is improper. 

The Examiner agrees with Applicants that claim 1 8 is generic to both independent claims 
35 and 50 because a servicing fluid of claim 18 may be used either as a fracturing fluid or for 
forming a gravel pack (See specification, P5) In other words, a servicing fluid is generic to two 
independent and distinct species of fluid. The Examiner will join claims 35-49, 65-66 (drawn to 
a fracturing fluid) to elected Group II, claims 18-27, and 30-34. 

Claims 28-29 of Group I and claims 50-64, and 67 (drawn to forming a gravel pack) are 
withdrawn from consideration as directed to a non-elected invention. Claims 20-24, 27, 30, 44, 
47 are withdrawn from consideration as directed to a non-elected species. 

Thus, claims 18-19, 25-26, 31-36, 42-43, 45-46, 48-49, 65-66 have been elected for 
examination. 
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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections -35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The Examiner Note: for examining purposes, the limitations of claims 18 and 35 directed 
to a method of making reduced-density coated particulates was not given a patentable weight 
because claims 18 and 35 are processes of using reduced-density coated particulates, and it is 
held that the patentability of a chemical product is independent of how it was made. 

3. Claims 18-19, 25, 31-33, 35-36, 42, 45-46, 48-49, 65-66 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
McDaniel et al (US 20020048676). 

McDaniel et al disclose a method of treating a subterranean formation comprising 
providing a servicing fluid comprising low-density composite particulate proppant (See P62). It 
is the Examiner's position that pumping the servicing fluid into a subterranean formation is 
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implied. McDaniel et al teach that a composite particle comprises finely divided mineral or 
finely divided mineral and fiber, bound by a suitable organic or inorganic binder (See P53). The 
composite particles may comprise a low density filler material (such as ground walnut shells) 
together with a higher density filler material (such as finely divided silica), and a binder of 
polymer resin and cement, so long as the respective amounts of these ingredients results in a 
composite particle having the desired low density of 0.90 to 2.20 gm/cm.sup.3 (See P57). The 
composite particles are made in a mixer/granulator operated as a batch process by feeding to a 
mixer a binder resin particle stream and crosslinking agent stream 602 to prepare a homogeneous 
binder stream 606. The binder stream 606 containing resin in an amount of about 10 to about 30 
weight percent of the total dry materials (resin, filler, etc.), water and conventional additives, 
acid stream 605, and a filler stream 607 are mixed in a high intensity mixer/granulator 608 to 
cure the binder and to produce a granulated product stream 616. See P246-248. 

It is the Examiner's position that in the composite particles containing 10-30 wt % of the 
binder resin, a low density filler material attached to a higher density filler material (core 
particles) can be interpreted as coating, as required by claim. Ntite that low density filler material 
has similar size as high density (core) particles, as required by claims 3 1 and 48. 

It is also the Examiner's position that reduced-density coated particulate of McDaniel et 
al is substantially identical to that made by claimed on-the-fly method because Applicants 
specification admits that on-the-flv mixing, as opposed to batch or partial batch mixing, reduces 
waste and simplifies subterranean treatments, i.e. do not affect properties of the coated 
particulate. 
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As to claims 25, 42 , the binder may be glycidyl either (See PI 85) or epoxies such as 
bisphenol A-epichlorohydrin resin (See P 1 87). 

As to claims 42, 45-46 , the binder may be a polyester resin (See P70) or a natural resin 
(claimed tackifying composition) (See P75). 

4. Claims 18-19, 32-33, 35-36, 49, 65-66 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Beck et al (US 4,493,875). 

Beck et al disclose a method of treating a subterranean formation comprising the steps of: 
providing a servicing fluid comprising reduced-density coated particulate proppant (See column 
1, lines 11-15, 57-68). It is the Examiner's position that pumping the servicing fluid into a 
subterranean formation is implied. Beck et al teach that coating core particles with a reduced- 
density hollow microparticles_can be carried out in a mixer (batch) (See column 2, lines 63-68) 
or by spray drying slurry of the core particles and the hollow microparticles in a binder solution 
(See column 3, lines 22-25). 

It is the Examiner's position that reduced-density coated particulate of Beck et al is 
substantially identical to that made by claimed on-the-fly method because Applicants 
specification admits that on-the-fly mixing, as opposed to batch or partial batch mixing, reduces 
waste and simplifies subterranean treatments, i.e. do not affect properties of the coated 
particulate. 

5. Claims 25, 42, 45-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beck et al in view of McDaniel et al. 

Beck et al are applied here for the same reasons as above. Beck et al further teach that a 
binder a resin composition could comprise a liquid resole phenol/folmaldehyde resin (See 
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column 4, lines 1-3). Beck et al fail to teach that the binder could be glycidyl either or epoxies 
such as bisphenol A-epichlorohydrin resin (Claims 25, 42) or a polyester resin or a natural resin 
(Claims'45^46). 

McDaniel et al are applied here for the same reasons as above. McDaniel et al teach that a 
liquid resole phenol/folmaldehyde resin (See P53, 70, 98) or glycidyl either or epoxies such as 
bisphenol A-epichlorohydrin resin (See PI 87) or a polyester resin (See P70) or a natural resin 
(See P75) can be used for binding particles together. In other words, the resins are functionally 
equivalent. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used a resin composition comprising glycidyl either or epoxies such as 
bisphenol A-epichlorohydrin resin or a polyester resin or a natural resin in Beck et al instead of a 
liquid resole phenol/folmaldehyde resin with the expectation of providing the desired coated 
particles since McDaniel et al teach that a liquid resole phenol/folmaldehyde resin or glycidyl 
either or epoxies such as bisphenol A-epichlorohydrin resin or a polyester resin or a natural resin 
can be used for binding particles together. 

6. Claims 18-19, 25, 31-36, 42* 45-46, 48-49, 65-66 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over McDaniel et al in view of Nguyen et al (US 5908073). 

McDaniel et al do not expressly teach that a fracturing fluid is pumped into a 
subterranean formation. However, Nguyen et al teach pumping of a fracturing fluid into a 
subterranean zone (See Abstract). McDaniel et al fails to teach that the reduced-density, a binder 
is mixed with particles on-the-fly (Claims 18, 35); the reduced-density, coated particulates are 
suspended in the servicing fluid on-the-fly (Claim 34). 
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Nguyen et al teach that a suspension of fibrous bundles and proppant in a fracturing fluid 
can be accomplished by utilizing conventional batch mixing techniques to mix and suspend the 
bundles and proppant, or one or both of the bundles and proppant can be injected into the 
fracturing fluid on-the-fly (See column 5, lines 47-57). 

As to claim 34 , it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have suspended the reduced-density, coated particulates in a servicing 
fluid in McDaniel et al on-the-fly since Nguyen et al teach that a suspension of fibrous bundles 
and proppant in a fracturing fluid can be accomplished by utilizing conventional batch mixing 
techniques to mix and suspend the bundles and proppant, or one or both of the bundles and 
proppant can be injected into the fracturing fluid on-the-fly . 

As to claims 18, 35 , it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used flow mixing for making composite particles in 
McDaniel et al since Nguyen et al teach that mixing a dry proppant with other dry additives and 
a liquid can be carried out by utilizing conventional batch mixing or on-the-flv . 
7. Claims 18-19, 32-36, 49, 65-66 are rejected under 35 U.S.C. .103(a) as being unpatentable 
over Beck et al in view of Nguyen et al. 

Beck et al do not expressly teach that a fracturing fluid is pumped into a well (Claims 18, 
35). However, Nguyen et al teach pumping of a fracturing fluid into a subterranean zone (See 
Abstract). Beck et al fails to teach that the reduced-density, a binder is mixed with particles on- 
the-fly (Claims 18, 35); the reduced-density, coated particulates are suspended in the servicing 
fluid on-the-fly (Claim 34). 

Nguyen et al are applied here for the same reasons as above. 
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As to claim 34 , it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have suspended the reduced-density, coated particulates in a servicing 
fluid in Beck et al on-the-fly since Nguyen et al teach that a suspension of fibrous bundles and 
proppant in a fracturing fluid can be accomplished by utilizing conventional batch mixing 
techniques to mix and suspend the bundles and proppant, or one or both of the bundles and 
proppant can be injected into the fracturing fluid on-the-flv . 

As to claims 18, 35 , it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used flow mixing for making composite particles in Beck et 
al since Nguyen et al teach that mixing a dry proppant with other dry additives and a liquid can 
be carried out by utilizing conventional batch mixing or on-the-fly . 
8. Claims 26 and 43 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
McDaniel et al/Beck et al in view of McDaniel et al/McDaniel et al in view of Nguyen et al/Beck 
et al in view of Nguyen et al/, further in view of Murphey et al (US 4665988). 

The cited prior art fails to teach claimed solvent. 

Murphey et al teach that the use of ethylene glycol butyl ether (See column 5, line 54) as 
a solvent for dissolving epoxy resins (See column 5, lines 47-48) such as bisphenol A- 
epichlorohydrin (See column 5, line 60). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used ethylene glycol butyl ether as a solvent in the cited prior art since 
Murphey et al teach that the use of ethylene glycol butyl ether as a solvent for dissolving epoxy 
resins such as bisphenol A-epichlorohydrin. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is 571-272-1429. The 
examiner can normally be reached on Monday-Thursday, 9:00AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-142323. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Elena Tsoy 
Primary Examiner 
Art Unit 1762 




January 5, 2007 



